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DETAILED ACTION 


Response to Amendment 


1. This action is responsive to an amendment filed 5/20/04. Claims 1-29 are pending. 
Claims 1, 8, 13, 15, 21, 22, 24, 28 and 29 are amended. The objections to the drawings and 
claims are hereby withdrawn in light of the amendment. 


3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 6,61 1,654 to Shteyn in view of U.S. Patent No. 6,768,127 to Bonomi et al. 

Regarding Claim 1, Shteyn discloses a method of guest-selected recording of 
television programs in an entertainment system (Col. 2, Lines 49-67) having a head end 
and a guest terminals connected by a distribution system (See Figure 1). Shteyn discloses 
a plurality of end terminals (See Figures 3 and 4). Further disclosed is an electronic 
program guide from which content is selected (Col. 1, Lines 35-39 and Col. 3, Lines 56- 


Response to Arguments 


2. 


Applicant's arguments with respect to claims 1-29 have been considered but are moot in 


view of the new ground(s) of rejection. 


Claim Rejections - 35 USC§103 
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58). The provision of such a program guide on user equipment reads on the claimed 
transmitting a schedule of television programs from the head end to a guest terminal. 
Further, the user selects a program for recording and later viewing from the program 
guide. This reads on the claimed transmitting, from the guest terminal to the head end, 
program recording selection data representing a program selected by a guest for 
recording. The program is subsequently recorded (Col. 2, Lines 57-67) and streamed 
from the server to the client for play-out (Col. 4, Lines 15-18). This reads on the claimed 
creating a digital file representing the program selected, storing the digital file, playing 
back the program selected based upon the digital file representing the program selected 
and transmitting the program being played back to the guest terminal. 

What is not disclosed, however, is a) transmitting a schedule of previously 
recorded television programs available for time-shifted viewing, b) updating the schedule 
of television programs to include the program corresponding to the digital file, c) 
transmitting the schedule as updated to the guest terminal and d) transmitting from the 
guest terminal to the head end, data requesting playback of the program selected for 
recording, based upon a selection of that program from the schedule as updated. 

Bonomi discloses a media system for providing media sources (Col. 6, Lines 21- 
36). Bonomi further discloses the ability to store media content in a media storage device 
(Col. 8, Lines 40-51) to allow subscribers to record their own content (Col. 9, Lines 26- 
37, Col 19, Lines 41-48, Col. 21, Lines 19-22, Col. 21, Lines 35-67 and Col. 33, Lines 
64-66). Bonomi further discloses transmitting a schedule of television programs available 
for viewing and recording (Col. 18, Lines 6-28, Col. 34, Lines 47-49 and Figure 15c) and 
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previously recorded television programs available for time-shifted viewing (Col. 22, 
Lines 13-65). Further disclosed is updating and transmitting the schedule of television 
programs (Col. 22, Lines 12-14 and Col. 34, Lines 46-49) to include the program 
corresponding to the digital files (Col. 21, Lines 57-61 and Col. 35, Lines 3-38). A user is 
then operable to request a program for playback based upon a selection of that program 
from the schedule as updated (Col. 35, Lines 47-49). Bonomi is evidence that ordinary 
workers in the art would recognize the benefits of using and updating an EPG to manage 
recording and playback of remotely recorded programming. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the method of Shteyn with the EPG of Bonomi in order to allow a user to better 
locate, manage, and retrieve live and recorded programming from a single user- friendly 
interface. 

Regarding Claim 2, Shteyn in view of Bonomi disclose a method as stated above 
in Claim 1. Shteyn further discloses the recording of TV broadcasts (Col. 1, Line 66). 
The server has a tuner (See Figures 1-3) to tune to a channel on which a program is 
carried. Shteyn further discloses storing the file on a server as stated above. The storage 
of such data on a server reads on the claimed encoding the program into a digital format 
to create a digital file as is well known in the art. 

Regarding Claim 3, Shteyn in view of Bonomi disclose a method as stated above 
in Claim 1. Shteyn discloses recording a program at a selected time (Col. 2, Lines 57-59). 
In order to record a program at a specific time, a recording schedule must be maintained 
which uses the program recording selection data received. 
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Regarding Claim 4, Shteyn in view of Bonomi disclose a method as stated above 
in Claim 3. Since the data is recorded based on a schedule selected by the user as stated 
above, it is inherent that the creation of the digital file is based upon the recording 
schedule. 

Regarding Claim 5, Shteyn in view of Bonomi disclose a method as stated above 
in Claim 1. It is inherent that the server must have some way of linking the person who 
requested the recording to the actual recording in order to play back the right program to 
the right person. This reads on the claimed association between the digital file and the 
identification of the guest terminal that provided the program recording selection data. 

Regarding Claim 6, Shteyn in view of Bonomi disclose a method wherein the 
schedule of television programs is an interactive program guide as stated above in Claim 
1. 

Regarding Claim 7, Shteyn in view of Bonomi disclose a method as stated above 
in Claim 6. Shteyn further discloses that the program recording selection data is produced 
based upon a selection made on the EPG (Col. 3, Lines 56-57). 

Regarding Claim 8, see Claim 1 above. Shteyn further discloses that the client 
may be a TV tuner (See Figures 1-4) in a hotel (Col. 2, Lines 46-67) and that the server 
stores and plays out the stored video to the client (Col. 4, Lines 15-18). Since the client is 
a television receiver in a hotel, this reads on the claimed converting, in response to the 
playback request data, the digitally stored program to television signals and transmitting 
the television signals to the guest terminal. 

Regarding Claim 9, see Claim 2 above. 
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Regarding Claim 10, see Claim 5 above. 
Regarding Claim 1 1-12, see Claims 3-4 above. 
Regarding Claims 13-14, see Claims 6-7 above. 

Regarding Claim 15, Shteyn in view of Bonomi disclose an entertainment system 
comprising a plurality of guest terminals, a distribution system connected to the 
terminals, and a digital content server for storing entertainment content in digital files and 
supplying to the system television signals based upon the digital files as stated above in 
Claim 8. Further disclosed is a receiver (See Figures 1-4). In a television receiver as the 
one disclosed by Shteyn, it is inherent that television programs on a plurality of channels 
are received and supplied to the system. Further disclosed is an encoder as stated above 
for converting the selected television program, which is inherently on one of the 
channels, to a digital file as stated above. The file is stored on a server as stated above. 
This reads on the claimed transferring the digital file to the digital content server for 
storage. The server also reads on the claimed computer that communicates with the guest 
terminals over the distribution system (See Figure 1) and provides them with information 
about the television programs (EPG as stated above) and controlling operation of the 
encoder based upon a selection by a guest of a program to be recorded as stated above. 

What is not disclosed, however, is communicating information about previously 
recorded television programs available for time-shifted viewing and controlling operation 
of the digital content server based upon a selection by a guest of a previously recorded 
program for time-shifted viewing. 
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Bonomi discloses a media system for providing media sources (Col. 6, Lines 21- 
36). Bonomi further discloses the ability to store media content in a media storage device 
(Col. 8, Lines 40-51) to allow subscribers to record their own content (Col. 9, Lines 26- 
37, Col 19, Lines 41-48, Col. 21, Lines 19-22, Col. 21, Lines 35-67 and Col. 33, Lines 
64-66). Bonomi further discloses transmitting a schedule of television programs available 
for viewing and recording (Col. 18, Lines 6-28, Col. 34, Lines 47-49 and Figure 15c) and 
previously recorded television programs available for time-shifted viewing (Col. 22, 
Lines 13-65). Further disclosed is updating and transmitting the schedule of television 
programs (Col. 22, Lines 12-14 and Col. 34, Lines 46-49) to include the program 
corresponding to the digital files (Col. 21, Lines 57-61 and Col. 35, Lines 3-38). A user is 
then operable to request a program for playback based upon a selection of that program 
from the schedule as updated (Col. 35, Lines 47-49). This reads on the claimed 
controlling operation of the digital content server based upon a selection by a guest of a 
previously recorded program for time-shifted viewing. Bonomi is evidence that ordinary 
workers in the art would recognize the benefits of using and updating an EPG to manage 
recording and playback of remotely recorded programming. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the method of Shteyn with the EPG of Bonomi in order to allow a user to better 
locate, manage, and retrieve live and recorded programming from a single user-friendly 
interface. 

Regarding Claim 16, Shteyn in view of Bonomi disclose a method as stated above 
in Claim 15. It is inherent that the recording system would be able to support more than 
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one guest's request at a time. This reads on the claimed encoder being an array including 
a plurality of tuners for tuning to the channels and an encoding device connected to each 
tuner. 

Regarding Claims 17-18, see Claims 6-7 above. 

Regarding Claim 19, Shteyn in view of Bonomi disclose a method as stated above 
in Claim 15. Shteyn further discloses a system that in response to a request from a guest 
terminal, the computer causes the digital content server to supply television signals based 
upon the digital file representing the selected program as stated above in Claim 8. 

Regarding Claim 20, see Claim 3 above. 

Regarding Claim 21, Shteyn discloses a method of providing guest-selected 
viewing of time-shifted television programs in an entertainment system as stated above. 
What is not disclosed, however, is transmitting from the head end to the guest terminal an 
interactive display of previously recorded television programs available for time-shifted 
viewing based upon the digital files stored. Bonomi discloses a method as stated above 
comprising transmitting from the head end to the guest terminal an interactive display of 
scheduled television programs available for viewing and previously recorded television 
programs available for time-shifted viewing based upon the digital files stored as stated 
above. Bonomi is evidence that ordinary workers in the art would recognize the benefits 
of using and updating an EPG to manage recording and playback of remotely recorded 
programming. Therefore, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify the method of Shteyn with the EPG of 
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Bonomi in order to allow a user to better locate, manage, and retrieve live and recorded 
programming from a single user- friendly interface. 

Regarding Claim 22, Shteyn in view of Bonomi disclose a method of providing 
time-shifted television programs in an entertainment system as stated above in Claims 1, 


Regarding Claim 23, see Claim 2 above. 

Regarding Claim 24, Shteyn in view of Bonomi disclose an entertainment system 
as stated above in Claim 15. 

Regarding Claim 25, see Claim 16 above. 
Regarding Claim 26, see Claim 19 above. 

Regarding Claim 27, Shteyn in view of Bonomi disclose a method as stated above 
in Claim 24. In this system, the computer receives a request for recording and builds a 
schedule as stated above. Since the computer also handles the recording and subsequently 
the encoding of the data, this reads on the claimed computer creating a recording 
schedule for the encoder. 

Regarding Claim 28, Shteyn in view of Bonomi disclose a method of providing 
guest-selected viewing of time-shifted television programs as stated above. 

Regarding Claim 29, Shteyn in view of Bonomi disclose a method of providing 
guest-selected viewing of time-shifted television programs as stated above. Shteyn 
further discloses that the system is operable to record TV broadcasts as stated above. It is 
inherent that TV broadcasts may include motion pictures and other television programs. 
This reads on the claimed digital files including a first group of files representing motion 


8 and 15. 
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pictures and a second group of files represented recorded television programs available 
for time-shifted viewings. 


Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. U.S. Patent No. 5,805,763 to Lawler et al. discloses a program recording system 
with an EPG operable to record user selected programs at the head-end and display a 
program guide indicating currently available programming and previously recorded 
programming. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew R Demicco whose telephone number is (703) 305-8155. 
The examiner can normally be reached on Mon-Fri, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Faile can be reached on (703) 305-4380. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



mrd 

August 5, 2004 



